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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore SOFOCLEQUS, WALTZ, and SPI ECEL, Adm ni strative Patent
Judges.

WALTZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe
examner’s final rejection of clains 1 through 16, which are

the only clains in this application.

! Application for patent filed June 20, 1994. According
to appellants, the application is a continuation-in-part of
08/ 052,591, filed April 26, 1993.

10



Appeal No. 96-1795
Appl i cation No. 08/262, 745

According to appellants, the invention is directed to
t hernopl astic ABS materials having high strength, high heat
resi stance, good hardness, good surface gloss and very good
process ability (Brief, pages 2 and 4). Appellants state that
the clains on appeal stand or fall together (Brief, page 7).
Accordingly, we select claiml1l fromthe group of clains and
decide this appeal as to the grounds of rejection on the basis
of this claimalone. See 37 CFR 8§ 1.192(c)(7)(1995).
Illustrative claim1l is reproduced and attached as an Appendi x
to this decision.

The exam ner has relied upon the follow ng references in

support of the rejections:

Cincera et al. (C ncera) 3, 903, 200 Sep. 2,
1975

Kodana et al. (Kodamm) 5,093, 419 Mar. 3,
1992

Lausberg et al. (Lausberq) 5, 216, 062 Jun. 1
1993 Ei chenauer et al. (Eichenauer 1) 5,302, 663 Apr .
12, 1994

(effective filing date of Nov. 18, 1991)

Ei chenauer et al. (Ei chenauer 11)5, 302, 664 Apr. 12,
1994

(effective filing date of Nov. 18, 1991)

H enenz, Polymer Chem stry, pp. 537-541, Marcel Dekker, Inc.,
1984.
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Clains 1, 2, 4, 6-10, 12 and 13 stand rejected under 35
US. C 8 102(e) as anticipated by or, in the alternative,
under 35 U.S.C. 8§ 103 as unpatentabl e over Eichenauer | or |
(Answer, page 3). The sane clains also stand rejected under
the judicially created doctrine of obviousness-type double
patenting over clainms 1-7 of Eichenauer | or clains 1-8 of
Ei chenauer Il (Answer, page 5). Cdainms 1, 3, 5-9, 11, 12 and
14 stand rejected under § 103 as unpatentabl e over Lausberg in
view of Eichenauer | or Il (Answer, page 4). The sane clains
al so stand rejected for obviousness-type double patenting as
unpat ent abl e over clains 1-7 and clains 1-8 of Ei chenauer
and |11, respectively, in view of Lausberg (Answer, page 5).
Clains 1, 2, 4, 6-10 and 12-16 stand rejected under §8 103 as
unpat ent abl e over Kodama in view of Eichenauer | or 11
(Answer, page 4). The sane clainms also stand rejected for
obvi ousness-type doubl e patenting as unpatentabl e over clains
1-7 and clainms 1-8 of Eichenauer |I and Il, respectively, in
vi ew of Kodama (Answer, page 5). Cdains 1, 6-9 and 12 stand
rejected under 35 U.S.C. § 102(b) as anticipated by or, in the
alternative, under 35 U . S.C. §8 103 as unpatent abl e over

C ncera (Answer, page 6).
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We reverse the rejection of clainms 1, 6-9 and 12 under
8 102(b)/ 103 over Cincera and the rejection of clains 1, 3, 5-
9, 11, 12 and 14 under § 102(e) as anticipated by Ei chenauer
or I'l. W affirmall of the remaining rejections essentially
for the reasons set forth by the examner in the Answer. W
add the foll ow ng cooments for conpl eteness and enphasi s.

OPI NI ON

A. The Rejections under 35 U S.C. § 102

Under 35 U . S.C. 8§ 102, every limtation of a claimnust
identically appear in a single prior art reference for it to
anticipate the claim In re Bond, 910 F.2d 831, 832, 15
USPQ2d 1566, 1567 (Fed. Cir. 1990). Appealed claim1l recites
speci fic anpbunts and average nol ecular weight limtations for
conponents A) through C).

The exam ner apparently recogni zes that the specific
average nol ecular weight limtations of appealed claim1 do
not overlap with those disclosed by Ei chenauer |, Il or
Cincera (Answer, pages 3 and 6, see also the Brief, page 7).
However, the exam ner urges that the normal nol ecul ar wei ght

distribution of a SAN (styrene/acrylonitrile) copolynmer wll
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have | arge amounts of SAN in | ower ranges, thus certainly
nmeeting the m ni num anmounts required by the clains on appeal
(1d.). In other words, the examner is urging that it is

i nherent that each higher nol ecul ar weight SAN fraction wll
contain small amounts of | ower nol ecul ar wei ght SAN sufficient
to meet the limtations of the appeal ed cl ai s.

As stated in In re Robertson?

To establish inherency, the extrinsic evidence ‘nust
make clear that the m ssing descriptive matter is
necessarily present in the thing described in the
reference, and that it would be so recognized by
persons of ordinary skill.” [Ctation omtted].
‘I nherency, however, may not be established by
probabilities or possibilities. The nmere fact
that a certain thing may result froma given set of
circunstances is not sufficient.” [Ctations
omtted].

The exam ner’s citation of H enenz (Answer, page 7) is
not sufficient evidence that the SAN copol yner of Ei chenauer
I, Il or Gncera will necessarily contain both the clained
anounts and average nol ecul ar wei ghts of |ower M, SAN
fractions. H enenz nerely shows that different fractions of a

pol ymer are made of different nolecular weights to ultimately

2 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Gir
1999) .
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achi eve an average nol ecul ar weight. At nost, the exam ner
has shown that a higher M, fraction nay contain sonme anount of
a lower M, fraction. However, the exam ner has not shown t hat
t he hi gher nol ecul ar wei ght SAN fraction of Eichenauer 1, 11
or Cincera wll necessarily contain the specific amunts and
average nol ecul ar weights recited for the | ower average
nmol ecul ar wei ght fractions of appealed claim1. Even assum ng
the exam ner’s argunent of inherency is correct, the exam ner
has not shown or expl ained why Cincera neets the limtation of
appealed claim1 that “the 0.1 to 10 parts by wei ght of
conponent C) is in addition to any thernoplastic copolymers or
terpol ymers having an average nol ecul ar weight (M) in the
range from 1,500 to 6,000 that nay be present in conponents A)
and B).” (Enphasis added, see the Answer, page 9).

For the foregoing reasons, the rejections under 8§ 102(b)
over Cincera and under 8§ 102(e) over Eichenauer | or Il are
reversed

B. The Rejections under § 103

As noted by the exam ner on page 6 of the Answer, Cincera

di scl oses conponents A), B) and D) as recited in appeal ed
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claim1l. The examner’s argunents regarding the inherency of
Ci ncera’s high average nol ecul ar weight fraction including a
| ow average nol ecul ar wei ght fraction have been di scussed
above. G ncera does teach that “[s]onme | ow nol ecul ar [sic,
wei ght] polyner may be formed during the heating and

separation steps.” (colum 21, lines 30-31) but the exam ner
has not cited any disclosure, teaching or suggestion in
Cincera regarding the amounts or specific nolecular weights
for this “low nol ecul ar polyner”. Accordingly, the rejection
under 8 103 over Cincera is reversed.
The remai ning rejections under 8 103 invol ve Ei chenauer
or Il. As noted by appellants on pages 7-9 of the Brief and
t he exam ner on pages 3-4 of the Answer, Eichenauer | or |
di scl oses conponents A) through D) in overlapping amounts as
recited in appealed claim1 with two differences. The m ni mum
M, of conponent A) in the references is 120,000 while the
maxi mum M, of conponent A) in appealed claim1l1l is 119, 000.
Simlarly for conponent B), the m ninmumof the references is
50, 000 whil e appealed claim1l recites a nmaxi mum M, of 49, 500.
Appel l ants submit that the exam ner has failed to provide

any reasoning for why the clains are obvious in view of
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Ei chenauer | or Il and thus has not established a prima facie
case of obviousness (Brief, pages 9-11).

“[ T] he exam ner bears the initial burden, on review of
the prior art ..., of presenting a prima facie case of
unpatentability.” In re Cetiker, 977 F.2d 1443, 1445, 24
USPQ2d 1443, 1444 (Fed. Cir. 1992). However, we disagree with
appel l ants’ argunent since the exam ner has provided reasoni ng
sufficient to establish a prima facie case of obvi ousness (see
t he Answer, page 8).%® Wen the ranges of the prior art and
the clains on appeal are so close, one of ordinary skill in
the art would have the expectation of simlar properties in
t he absence of any showi ng of unexpected results. Inre
Geisler, 116 F.3d 1465, 1469-70, 43 USPQ2d 1362, 1365 (Fed.
Cr. 1997); In re Wodruff, 919 F.2d 1575, 1578, 16 USPQd
1934, 1936 (Fed. Cir. 1990); Titanium Metals Corp. v. Banner

778 F.2d 775, 783, 227 USPQ 773, 779 (Fed. GCr. 1985). It is

31t should al so be noted that nol ecul ar wei ght
determ nation is not exact, as shown by appellants’ exanples
(see the specification, page 20, line 13, "ca. 51,000") and
the exanples in Ei chenauer | or Il (e.g., see Eichenauer |
colum 6, lines 16, 25, 30, and 35, "approx.").

8
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noted that appellants have not submtted any show ng of
conparative results.

The exam ner al so relies upon conbinations of Lausberg
and Kodama with Eichenauer | or Il. The exam ner applies
Lausberg for the disclosure of nethylstyrene/ AN copol yner, ABS
(acrylonitrilel/butadi ene/styrene) and pol yuret hane while
Kodama is directed to nethyl styrene/ AN copol yner, ABS and
pol yesters (Answer, page 4). The exam ner admits that
Lausberg and Kodama do not disclose the nol ecul ar wei ght
di stribution of the SAN copolynmer as recited in the clains on
appeal but concludes that it woul d have been obvious to the
artisan to use the trinodal nol ecul ar wei ght distribution of
Ei chenauer | or Il in the blend of Kodana or Lausberg to
achi eve the advantageous properties taught by Ei chenauer | or
I (1d.).

Appel l ants argue that there is no teaching or suggestion
in any of the cited references that would | ead an artisan to
conbi ne the teachings of Eichenauer | or Il wth the teachings
of Lausberg of Kodama in the manner suggested by the exam ner
(Brief, pages 11-13). Appellants’ argunents are not well
taken for the reason set forth by the exam ner on pages 4 and

9
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8 of the Answer, nanely that Eichenauer | and Il teach the
superiority of trinodal SAN copol yners over nono- and di nodal
(i.e., one or two average nol ecul ar wei ght) SAN copol yners in

a blend simlar to that of Lausberg and Kodama. See

Ei chenauer |, colum 6, |ine
12 - colum 7, line 35, especially Tables 1 and 2; Ei chenauer
[1, colum 6, line 10 - colum 7, line 40, especially Tables 1

and 2. Note Conparison Exanples 7-10 in each reference, which
show poorer results when one or two ranges of nol ecul ar wei ght
SAN copol yner are enpl oyed as conpared to Exanples 1-6 where
trinmodal SAN copol yners are bl ended with the other conponents.
For the foregoing reasons and those set forth in the
Answer, we determ ne that the exam ner has established a prim
faci e case of obviousness in view of the applied prior art.
Determ ning patentability on the totality of the record, with
due consideration of appellants’ argunents, the preponderance
of evidence weighs in favor of obviousness within the neaning
of
8§ 103. In re Cetiker, supra. Accordingly, the rejection of

clains 1, 2, 4, 6-10, 12 and 13 under 8 103 as unpatentable

10
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over Eichenauer | or Il is affirmed. The rejection of clains
1, 3, 5-9, 11, 12 and 14 under § 103 as unpatentabl e over
Lausberg in view of Eichenauer | or Il is affirmed. The
rejection of clainms 1, 2, 4, 6-10 and 12-16 under § 103 as
unpat ent abl e over Kodanma in view of Eichenauer | or Il is
affirned.

C. The Rejections for Cbviousness-type Doubl e Patenting

I n obvi ousness-type doubl e patenting rejections, one nust
determ ne whether the clainms of the later filed application
woul d have been obvious in view of the clains of an earlier
patent. In re Goodman, 11 F.3d 1046, 1052, 29 USPd 2010,
2015 (Fed. Cir. 1993). Any analysis enployed parallels the
guidelines for analysis of a 8 103 obvi ousness determn nati on.
In re Braat, 937 F.2d 589, 592, 19 USPQ2d 1289, 1292 (Fed.
Cr. 1991); Inre Braithwaite, 379 F.2d 594, 600 n.4, 154 USPQ
29, 34 n.4 (CCPA 1967). Appellants’ argunents regarding the
t hree obvi ousness-type double patenting rejections are the
sane as di scussed above with respect to the correspondi ng

rejections under 8 103 (Brief, pages 14-22). Accordingly, the

11
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t hree obvi ousness-type double patenting rejections are
affirnmed for reasons set forth above and in the Answer.

D. Summary

The rejection of clains 1, 2, 4, 6-10, 12 and 13 under 8§
102(e) as anticipated by Eichenauer | or Il is reversed. The
rejection of these sane clainms under 8 103 as unpatentabl e
over Eichenauer | or Il is affirmed. The rejection of these
sane clains under the judicially created doctrine of
obvi ousness-type doubl e patenting over clains 1-7 of
Ei chenauer | or clains 1-8 of Eichenauer Il is also affirned.
The rejection of clains 1, 3, 5-9, 11, 12 and 14 under § 103
as unpatentabl e over Lausberg in view of Eichenauer | or Il is
affirmed. The rejection of these sane clains under the
judicially created doctrine of obviousness-type double
patenting over clainms 1-7 of Eichenauer | or clains 1-8 of
Ei chenauer 11, each in view of Lausberg, is also affirned.
The rejection of claims 1, 2, 4, 6-10 and 12-16 under § 103 as
unpat ent abl e over Kodana in view of Eichenauer | or Il is
affirmed. The rejection of these sane clains under the
judicially created doctrine of obviousness-type double
patenting over clainms 1-7 of Eichenauer | or clains 1-8 of

12
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Ei chenauer 11, each in view of Kodama, is also affirned. The
rejection of clains 1, 6-9 and 12 under 8 102(b) as
anticipated by or, in the alternative, under 8 103 as
unpat ent abl e over Cincera is reversed. Accordingly, the

deci sion of the exam ner is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED

M CHAEL SOFOCLEQUS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
THOVAS WALTZ ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)
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CAROL A. SPI EGEL )
Adm ni strative Patent Judge )
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CONNOLLY AND HUTZ
P. 0. BOX 2207
W LM NGION, DE 19899-2207
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APPENDI X
Claim 1. Thernoplastic materials conprising

A) 5 to 80 parts by weight of a thernoplastic co- or
terpol ymer nade fromthe nononers styrene, '-nethyl styrene,
met hyl net hacrylate, acrylonitrile with an average nol ecul ar
wei ght (M) of 70,000 to 119, 000

B) 1 to 30 parts by weight of a thernoplastic copol yner
made from 60 to 95% by wei ght of styrene and/or -
nmet hyl styrene and 40 to 5% by weight of acrylonitrile with an
aver age nol ecul ar weight (M) of 25,000 to 49, 500,

C 0.1 to 10 parts by weight of thernoplastic co- or
terpol ymer made fromthe nonomers styrene, ™-nethylstyrene,
met hyl nethacrylate, acrylonitrile, with an average nol ecul ar
wei ght (M) of 1,500 to 6,000 and

D) 0.5 to 50 parts by weight of a particulate graft
rubber with a glass transition tenperature of # 10°C and an
average particle diameter (d,) of 0.05 to 0.50 Fm which
contains 15 to 80 parts by weight of a chem cally bonded
pol ymer made from styrene, nethyl nethacrylate, acrylonitrile
or m xtures thereof per 100 parts by weight of rubber, wherein
the 0.1 to 10 parts by weight of conponent C) is in addition
to any thernoplastic copolynmers or terpolynmers having an
aver age nol ecul ar weight (M) in the range from 1,500 to 6, 000
that may be present in conponents A) and B)
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